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^^This a ppOc a tion has been examined ^^Responsfve to communication filed on. action is made final. 

A shortened statutory period for response to this action Is set to expire 3 morrth(s), days from the date of this letter. 

Faflure to respond wfthm the period for response wOJ cause the application to become abandoned 35U.S.C. 133 

Parti THE FOLLOWMQ ATTACHMEKT(S) ARE PART OF THS ACTION: 

1. EH/tottce of References Cfted by Examiner, PTO-892. 2. D Notice of Draftsman's Patent Drawing Review. PTO-94& 

a. ^Nctoaf Art(^tvAppfira^PTO-1449. 4. □ Notice of Informal Palerit Appfirjatlcfl. PTO-152. 

5. U Wbmiatac*HowtoEfle* 6. Q_ ■ 

Parti SUMMARY OF ACTION 

1. ^ Oahn a 7- 6 — are penrjng in the application. 

Of the above, claims are withdrawn from consideration. 

2.1 I Claims have been cancelled. 



3. ^Claims 1> 1 



«.I%c**n, tX-lO^T. < 3>3 



&.□ Ctakns are objected to. 

a. I \ CtaJms are subject to restriction or otoction requirement 



y-n+, up*, ml.-, ho. hoao filort .rfrti lntanro.1 rfcawtnqn imrtar 1 HS which am arraptHhta Ipf examlnallon OUTDOS8S. 

Formal diawfc i ya are required In response to this Office action. 

The corrected or substitute drawlnos hav« rjeen received on ■ Under 37 C.F.R. 1 .84 these drawings 

are □acceptable; □ rot acceptable (see explanation or Notice of Draftsman's Patent Drawing Review. PTO-946). 

10. □ The proposed addWonal or substitute sheets) of drawings. fHed on . has (have) been □ approved by the 

exa naner . □ disapproved by the examiner (see explanation). 

11. Ott« propel drawing cwTectkm.^ , has been □approved; □ Disapproved (see explanation). 

12. Q Acknowledgement Is made of the daim for priority under 35 U.S.C. 119. The certified copy has □ been received □ not been received 

□ been filed In parent application, serial no. ; filed on - 

la. Q Since this appflcation apppeare to be In condition for allowance except for formal matters, prosecution as to the merits Is closed In 
accordance wfm the pcacto under Ex pate 1935 CD. 11 ; 453 O.G. 213. 



14. 



□ other 



PIOIs»(n»v.2«3> 



EXAMINER'S ACTION 



Applicant's election without traverse of claims 26-33 (Group 
II) in Paper No. 7 is acknowledged. 

Claims 26-30, 32, and 33 are vague and indefinite since the 
extent of subject matter to which the exclusionary right granted 
by patent is intended to apply cannot be determined and for 
further reasons of record. 

The following is a quotation of the first paragraph of 35 
U.S.C. § 112: 

The specification shall contain a written description of the 
invention, and of the manner and process of making and using 
it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and use 
the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

Claims 26-30, 32, and 33 are rejected under 35 U.S.C. § 112, 
first paragraph, as the disclosure is enabling only for claims 
limited to the DNA as represented by instant Figures. See 
M.P.E.P. §§ 706.03 (n) and 706.03 (z) for reasons of record. 

Claims 26-30, 32, and 33 are rejected under 35 U.S.C. § 112, 
first paragraph, for the reasons set forth in the objection to 
the specification. 

Applicant's well thought out and nicely presented arguments 
are acknowledged and appreciated, however, they are not 
persuasive since infringement and patent validity analyses 
consider the same issue of whether a new product, or patent claim 
differs from or is unobvious over a prior art product, or patent 
claim. That is, it is clearly acknowledged that no prior art has 
been applied in the instant case, however, due to the extremely 
broad scope and indefinite nature of the claims it would be 
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virtually impossible for one to make decisions with regard to 
possible infringement issues. That is, a procedure by which a 
possible infringer could determine if he was in fact infringing 
appears to be extremely burdensome. Essentially, applicant 
claims all possible isolated DNA having a length which falls 
within a range that is complementary to cytoplasmic mammalian RNA 
that is present in brain, but not liver, kidney, gut, lung, 
heart, or skeletal muscle of the same species, wherein the 
messenger is capable of encoding a neuroactive proteinoid. As 
such, the examiner contends that the scope of the claims is 
wholly indeterminate. It reads on so many DNA molecules that one 
cannot adequately determine its scope. The decision in Tahksley 
specifically sets forth that the metes and bounds of the claims 
must be definite in order that a member of the public can 
determine the extent of the subject matter to which the 
exclusionary right granted by patent is intended to apply. It 
has been indicated in several prior decisions that claims may be 
too indefinite to be examined with respect to the prior art. It 
is clear that determining anticipation in the present case would 
involve precisely the type of "speculation" proscribed by the 
decision in In re Steele. That is, in In re Steele, 305 F.2d 
859, 134 USPQ 292 (CCPA 1962), the court pointed out that before 
the claimed subject matter could properly be compared to the 
prior art, it was essential to know what in fact the claims did cover. 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the 

extension of time policy as set forth in 37 C.F.R. § 1.136(a) . 

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL 
ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS 
ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS 
OF THE MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION 
IS NOT MAILED UNTIL AFTER THE END OF THE THREE -MONTH SHORTENED 
STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE 
ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE 
PURSUANT TO 37 C.F.R. § 1.136(a) WILL BE CALCULATED FROM THE 
MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE 
STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 
THE DATE OF THIS FINAL ACTION. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Laurie 
Scheiner whose telephone number is (703) 308-1122. 

Papers related to this application may be submitted to Group 
180 by facsimile transmission. Papers should be faxed to Group 
180 via the PTO Fax Center located in Crystal Mall 1. The faxing 
of such papers must conform with the notice published in the 
Official Gazette, 1096 OG 30 (November 15, 1989). The CM 1 Fax 
Center number is (703) 308-4227. 



Laurie Scheiner/LAS 
July 9, 1995 




MARY E. M0SHER 
PRIMARY EXAMINER 
GROUP 1800 



